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1 )d Responsive to communication(s) filed on 08 February. 2007 . 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 
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Response to Amendment 

1. Applicants’ request for reconsideration filed on 02/08/2007 has been reviewed. 

2. Amendment including amended claims filed on 02/08/2007 has been entered. 

3. Applicant's arguments filed on 02/08/2007 have been fully considered but they are, not 
persuasive. 

4. The applicants contend, “As per independent claim 1 , the combination of Henson and 
Szczepanek is improper. In particular, Applicant respectfully submits that one skilled in the art presented 
with Henson, which is directed to disk drive architecture and is absent of any teaching or suggestion of a 
TAP controller, would not be motivated to look to Szczepanek, which is directed to a communications 
system that includes a JTAG interface." 

The examiner disagrees and would like to point out that Szczepanek et al. teach a memory controller and 
transferring data between the memory and an external memory (page 1 , paragraph 1 1 , Szczepanek et 
al.). Henson et al. teach a disk drive architecture, a memory controller and a memory (fig. 1, col. 2, lines 
36-44, Henson et al.). Thus, the combination of Henson and Szczepanek is proper. 

5. The applicants further contend, “Claim 1 recites a method for dynamically writing to an internal 
register space of a chip using a TAP controller without interfering with normal operation of the chip. In 
particular, claim 1 recites the step of gaining access through arbitration to the internal register space 
during normal operation of the chip. The alleged combination fails to disclose this limitation.” 

The examiner disagrees and would like to point out that Szczepanek et al. teach that during normal 
system operation, internal RAM access can be effected using the DIO interface (fig. 37, 38, page 30, 
paragraph 419, Szczepanek et al.). Szczepanek et al. teach a memory controller and transferring data 
between the memory and an external memory (page 1, paragraph 11, Szczepanek et al.). Henson et al. 
teach the buffer controller circuit including an access arbitration circuit for arbitrating requests for access 
to the cache buffer by the sequencer, the host interface controller and the microcontroller (col. 6, lines 55- 
58, Henson et al.). Thus Szczepanek et al. and Henson et al. teach claim 1 limitations. 

6. The applicants contend, “Claims 4, 7, as well as their corresponding dependent claims, should be 
allowable for at least similar reasons.” 
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The examiner disagrees and would like to point out that the above arguments for claim 1 are also 
applicable to claim 4 and 7. 

7. The applicants contend, “As per claim 12, the combination of Henson and Szczepanek do not 
teach a data register (i.e. a second memory) on the TAP controller that stores data after it is read from 
internal register space (i.e. a first memory) of a chip." 

The examiner disagrees and would like to point out Henson et al. teach that during reading operations, 
the microprocessor would load a starting address into the address register, and then wait for the delay 
time needed by the memory controller in fetching the byte from the cache buffer memory array into the 
data register (fig. 1, col. 3, lines 17-22, Henson et al.). 

8. The applicants contend, “With respect to claim 12 and 14, the combination of Henson and 
Szczepanek is improper." 

The examiner disagrees and would like to point out that the above arguments for claim 1 are also 
applicable to claim 12 and 14. 

9. The applicants contend, “As per claim 14, the combination of Henson, Szczepanek and Noguchi 
fails to disclose transferring disk controller control data from a first memory to a second memory, 
wherein the second memory is located on a test access port controller and the test access port controller 
is located on the disk controller. “ 

The examiner disagrees and would like to point out Henson et al. teach that during reading operations, 
the microprocessor would load a starting address into the address register, and then wait for the delay 
time needed by the memory controller in fetching the byte from the cache buffer memory array into the 
data register (fig. 1, col. 3, lines 17-22, Henson et a|.). Henson teaches that the second memory is 
located on a test access port controller (fig. 1 , Henson et al.). Noguchi teaches TAP controller in a 
microcomputer (fig. 1, col. 4, paragraph 45, 52, Noguchi) and teaches that the semiconductor integrated 
circuit is not limited to a microcomputer and may be a disk drive control (page 7, paragraph 77, Noguchi). 

10. The applicants contend, “As per claim 14, the combination of Henson, Szczepanek and Noguchi 
fails to disclose transferring disk controller control data from a first memory on a disk controller to a 
second memory located on a test access port controller.” 
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The examiner disagrees and would like to point out Henson et al. teach to provide an improved buffer 
memory controller for use within a hard disk drive in a manner enabling a single memory array or device 
to provide storage of, and access to, control firmware (col. 5, lines 9-13, Henson et al.). Henson et al. also 
teach to provide a disk architecture, which enables an embedded digital microcontroller to have direct 
access to a data block buffer, so that control routines may be transferred from the disk. The data blocks in 
transit between the disk and an external location are simultaneously temporarily stored in the data block 
buffer (col. 5, lines 23-31, Henson et al.). Henson teaches that the second memory is located on a test 
access port controller (fig. 1, Henson et al.). 

1 1 . Claims 22 and 29, as well as their corresponding dependent claims, should be allowable for at 
least similar reasons. 

The examiner disagrees and would like to point out above arguments for claim 14 are also applicable to 
claims 22 and 29. 



Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 
summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 



14. Claims 1, 2, 3, 4, 5, 6, 7, 8, 9, 10, 11, 12, 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Henson et al. (EP 0622726 A2) in view of Szczepanek et al. (US 2003/0110344 Al). 
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Please see the office action mailed on 10/13/2006 for details. 

15. Claims 14, 15, 16, 17, 18, 19, 20, 21, 22, 23, 24, 25, 26, 27, 28, 29, 30, 31, 32, 33, 34, 35 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Henson et al. (EP 0622726 A2) in view of 
Szczepanek et al. (US 2003/0110344 Al) and Noguchi (US 2002/0062466 Al). Please see the office 
action mailed on 10/13/2006 for details. 

Conclusion 

16. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Dipakkumar Gandhi whose telephone number is 571-272-3822. The examiner can 
normally be reached on 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jacques Louis-Jacques can be reached on (571) 272-6962. The fax phone number for the organization 
where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative 
or access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272- 
1000 . 

Dipakkumar Gandhi 
Patent Examiner 





